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CASE NO. :
Appeal (civil) 6122 of 2001
Speci al Leave Petition (civil) 2120 of 2000
PETI TI ONER
GRAMOPHONE CO. OF INDI A LTD.
Vs.
RESPONDENT:
MARS RECORDI NG PVT. LTD. & ANR
DATE OF JUDGVENT: 03/ 09/ 2001
BENCH

S. R Babu, " S. V. Pati |

JUDGVENT:

RAJENDRA BABU, J.
Leave granted.

Respondent No. 1 brought a suit in O S.No.4792/98 in the Addl
City Cvil Court at Bangal ore on the foll ow ng pleadings:

"The plaintiff during the course of their business, were

willing of sound recording into audi o cassettes of three titles viz.,
" kal l usakkare kol liro’, ’'maduve maduve naduve’ and ’chi nnada
hadugal u’. The copyrights of the songs containing in these three

sound recordi ng cassettes vest with the defendant No. 1.

Accordingly the plaintiff, as contenpl ated under the Copyri ght

Act, 1957 [hereinafter referred to as "the Act’] issued a notice as
per sub-clause (ii) of clause (j) of sub-section (1) of Section 52 of
the Act on 16.5.1998 notifying their intention to record 1000 nos.
each of audio cassettes of the above three titles. The said letter
was enclosed with three inlay cards and three denmands of

Rs. 1,500/ - each towards the royalty payable in favour of the
copyright owner i.e., the first defendant. ~The plaintiff has also
i nforned the Registrar of Copyright Board, New Del hi“ on the sane
day notifying the sane.

The plaintiff waited for 15 days and | ater on recorded and
rel eased the above three titled sound recording in the form of
audi o cassettes in the open narket and the cassettes have been
circul ated through Karnataka State. The first defendant bel atedly
on 8.6.1998 addressed a letter to the plaintiff expressing their
regret and inability to permt the plaintiff to nmake version
recordi ngs of songs of above three titles and accordingly returned
the demand drafts."

Respondent No.1 sought for permanent injunction restraining the
appel l ant from sei zing the respondents the aforesaid three titled audio
cassettes and for certain incidental reliefs and an application tenporary
i njunction was granted by the Trial Court to the sanme effect. On appea
to the Hi gh Court, the said order was affirmed. Hence this appeal

The Trial Court and the Hi gh Court held that respondent No.1 had
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conplied with the requirenents of Section 52(1)(j) of the Act read with
Rul e 21 of the Copyright Rules, 1958 [hereinafter referred to as 'the

Rul es’] by issuing a notice of his intention to make a sound recording
and has provided copies of all covers or |abels w th which the sound
recordings are to be sold and has paid in the prescribed nanner to the
owner of copyright in the work royalties of Rs.1,500/- each in respect of
all such sound recordings to be made by himand Rs.1,500/- is the rate
fixed by the Copyright Board in this behalf. The H gh Court accepted the
argunents of respondent No.1 that in the event of licence or consent is
not given even after conpliance of Section 52(1)(j) of the Act within 15
days, the licence is deened to have been granted and the person

produci ng the cassette after the expiry of 15 days is not said to have

i nfringed copyright. The H gh Court proceeded to further state that
Section 52(1)(j) of the Act does not require prior consent fromthe owner
of the copyright and that the owner is entitled to royalty fixed and a
notice of the intention of respondent No.1 to make the cassettes. It is
made clear that the intention of respondent No.1 is not copying but
maki ng .sound recording and in this case admttedly the nusician is
different, singer is different, only respondent No.1l is using the lyrics
owned by the appellant. The Hi gh Court noticed that Section 52(1)(j) of
the Act recognises the right of the copyright owner and since respondent
No. 1 was meki ng an i ndependent recording, the recording of respondent
No.1l and that of the appellant are different. Quality of sound recording
is also different fromeach other. Section 20 of the Act which gives the
right to the owner for 60 years which is subject to the provisions of
Section 20, respondent No.1l having conplied with the requirenments of
Section 52(1)(j) of the Act, it has to be construed that there is a deened
provi si on of having given consent and, therefore, the Trial Court was
right in holding that sub-clauses (i) and (ii) of Section 52(1)(j) of the Act
shoul d be read disjunctively and not co-jointly and accepted this
contention raised on behal f of respondent No.1. ~The argunent advanced
based on Section 60 of the Act that if a person claimng to be the owner
of copyright in any work, by circulars, advertisenents or otherw se,
threatens any other person with any |egal proceedings or liability in
respect of any alleged infringenent of the copyright, any person aggrieved
thereby may institute a declaratory suit that the alleged infringement to
which the threats related was not (in fact an infringement of any |ega
rights of the person naking such threats and he can al so obtain

danages and that a suit of the present nature could not have been fil ed.
Thi s aspect also did not appeal either to the Trial Court or the High
Court.

Shri R F. Nariman, |earned Seni or Advocate appearing for the

appel l ant, submitted that this case gives rise to decision on an inportant
aspect of entertaining a suit under Section 41 of the Specific Relief Act in
addition to copyright. He took us through the entire Copyright Act
expl ai ning the scope thereof. He submitted that the interpretation given

by the Trial Court, as affirned by the H gh Court, ignores the intendnment

of the provisions of the Act; he drew our attention to the Statenent of

hj ects & Reasons of the Copyright (Amendnent) Act, 1994 which clearly
stipulates that the amendnments were nmade 'to protect the interest of

aut hors, assignors or licensors in regard to the assignnent of copyright

and the issue of licenses"; "to extend nore effective protection to owners
of copyright” and "to sinplify and inprove the law relating to copyright

and related rights, in the interests of the general public, andin particular
of the users as well as the owners of the rights. The interpretation, he
cont ended, now pl aced on behal f of respondent No.1 woul d defeat the

very object of these amendnents. He contended that there are three

ki nds of licenses avail able under the Act, viz.,

1. Voluntary license;

2. Conpul sory license; and

3. Statutory license

Al'l the licensing provisions are contained in Chapter VI of the Act
and Chapter Xl deals with infringement of copyright and it is not
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perm ssible to read into the chapter a provision which purportedly

creates a new kind of license, nanely, an involuntary |icense. He
submitted that the view taken by the High Court and the Trial Court in
this case brings about an involuntary |icense by nisreading Section
52(1)(j) of the Act. He subnitted that on a correct reading of Section
52(1)(j) (i) of the Act would be that sound recordings of that work have
been nade by the license of the owner of the copyright in the work, or
with the consent of the owner of the right in the work. The term’ by
license’ also finds a nmention in Section 30 of the Act. He subnitted that
prior to the 1994 amendnent of Section 52(1)(j) of the Act , the
expression 'previously’ was used in sub-clause (i) and which has been
subsequently omtted. The entirety of the case argued on behal f of
respondent No.1 is on the pre-anended position and, therefore, the Hi gh
Court and the Trial Court were wong in their conclusion. The

contention put forth on behalf of the respondents that the present case is
a case of ’'version recording  and they are referred to as ' debased
versions’; a different singer, a different orchestra and a different studio
only perpetuates and conpounds the act of piracy and the case put forth

on behal f 'of respondents does not find support in any literature. He
referred to an enornous amount of legal literature on the matter.

Shri Kapil Sibal, |earned Senior Advocate appearing for respondent

No. 1, contended that the question of |law involved in the present case is
whet her an entity which seeks to nake 'version recording’ or 'cover

versions of an earlier sound recording requires the consent of the owner

of the copyright.  The answer to this, he submitted, would turn on an
interpretation of Sections 2(m(iii) and 52(1)(j) of the Act. ' Cover versions’
or 'version recordings’ are fresh recordi ngs made using a new set of
musi ci ans. Shri Sibal nmaintained that there is a clear distinction

bet ween voluntary |icenses and non-voluntary1icenses. Wile Section 30

of the Act refers to voluntary |icenses in which case the consent of the
party is concerned. As opposed to this, there are two types of non-
voluntary licenses, nanely, (a) conpulsory license, dealt with in Sections
31 and 31A of the Act; and (b) Statutory licenses such as dealt with in
Section 52(1)(j) of the Act. For the present case, we are not concerned
with the first category of licenses. He subnmitted that the only ingredients
to be satisfied to attract Section 52(1)(j) of the Act are

1. That there is a literary, dramatic or nusical wrk fromwhich a
person desires to nake sound recordings;

2. sound recordings in respect of such works have been previously
made with the consent of the copyright owner;

3. The person maki ng sound recordi ngs has given a prescribed
notice and paid the prescribed royalty at the rate fixed by the
Copyri ght Board.

His contention is that the first condition of Section 52(1)(j) of 'the

Act must be "with the consent of the owner’ whereas the owner’'s consent

is not a pre-requisite for the sound recordi ng. Mreover, a conbined
readi ng of clause (iii) of the proviso to Section 52(1)(j) with Section
52(1)(j) (i) of the Act nmkes it further clear that the consent requirenent is
only for the first recording. He submitted that a statutory license of the
nature contenpl ated under Section 52(1)(j) of the Act is considered to be
in public interest and is recognised in nost of the countries in the world
and is resorted to as the appropriate formof |icensing. |Inasnuch as
respondent No.1 has satisfied the requirenents of Section 52(1)(j) of the
Act and Rule 21 of the Rules, it has not violated the literary and nusica
wor ks enbodied in the sound recordings. On the question whether the

maki ng of version recordings by respondent No.1 anpbunts to an

i nfringenent of the appellant’s sound recording copyright, it was

submitted that respondent No.1 has nerely produced a version recording
which is a fresh recording using a different set of perforners, mnusicians
and artists in a studio of their own and producing a record entirely
different fromthe original recording. Thus, it is submitted that it is

i mportant to bear in mnd that a copyright in a sound recordi ng cannot
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be infringed by the making of a "sound alike’ recording. A close imtation
of an existing recording using alternate perfornmers is not a copyright
infringenment. Further, it is submitted that Section 2(n) of the Act clearly
states that in respect of a literary, dramatic or nusical work, it is a
reproduction with amounts to an infringement while in the case of a

ci nematographic film it is a copy of the filmenbodying the recording in
any part of the sound track associated with the film Simlarly, in the
case of a record, it is only such record which enbodi es the sane

recording. Thus the use of the words "records enbodyi ng the record" or

the "record enbodyi ng the same record" clearly nean that it is only when
the sane signal has been kept, would there be a violation. [If another
signal is created, such as in the case of version recording, it is not an
infringing copy within the neaning of Section 2(m. On this basis, it was
submitted that respondent No.1 had satisfied the requirenents of

Section 52(1)(j) of the Act which is a defense to infringement of copyright.

VWhat ever may have been the case pl eaded and argued on behal f of

respondent. No.1 before the Trial Court or before the H gh Court, the case
now pl eaded and argued centres round certain subm ssions such as that
sound recordings in respect of the nusical cassettes in question have
been previously nade with the consent of the copyright owner; that in
case of musical record, it is-only such record which enbodi es sound
recordi ng which amounts to infringenment, but if another signal is created
such as in the case of version recording it is not an infringement.

We have set out the facts alleged in the plaint and there is no

support to these aspects of the nmatter. ~To attract the provisions of
Section 52(1)(j) of the Act or to fall outside the scope of Section 2(n) of
the Act it is necessary to plead and establish these aspects of the case as
contended for respondent No.1l. Before we exam ne the tenability of the
contentions raised, we think it necessary that the parties shall |ay
factual foundation in the pleadings. |f, as contended for respondent

No. 1, these aspects bring out the true controversy between the parties

and there are no pleadings to that effect in either formor content, to
proceed to grant any tenporary injunction or to decide the matter will be
hazardous. Therefore, we set aside the order made by the H gh Court
affirmng the order of the Trial Court granting tenporary injunction. It is
open to the parties to raise appropriate pl eadi ngs by anmendnents or
otherwise. W also make it clear that it is opento the parties to seek
appropriate interimorders after amendnent of pl eadings.

W may al so notice that the appellant filed a suit in Cvil Suit

No. 265/98 in the High Court of Calcutta and a tenporary injunction has
been granted by the High Court. It would be in the fitness of things that
these two suits [in O S No.4792/98 on the file of Addl-Cty Civil Court,
Bangal ore and the G vil Suit No.265/98 on the file of the Hi gh Court of
Cal cutta] should be tried together. W, therefore, direct the transfer of
the said suit pending in the Hgh Court of Calcutta to the Addl. Gty G vi
Court, Bangal ore.

In the interests of the parties, we direct that the two suits shall be
tried and disposed of within a period of six nonths fromtoday by the
Trial Court.

The appeal is disposed of in terns of the aforesaid directions.  No
costs.




